TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GYANENDRA GUPTA

Appeal No. 1997-0846
Application No. 08/474, 950

ON BRI EF

Before, JOHN D. SM TH, PAK and WALTZ, Adm ni strati ve Patent
Judges

JOHN D. SMTH, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal pursuant to 35 U S.C. §8 134 fromthe
final rejection of clains 1 through 8 and 35 through 42.
Representative clains 1, 36, and 37 are reproduced bel ow

1. Arenovable, non-brittle, water soluble
t her nopl astic spacer for use to space an electrica
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conponent froma printed wiring board to which the
el ectrical conponent will be attached which
conpri ses:

(a) a shaped m xture of

(1) an injection noldable solid m xture of
partially hydrolyzed pol yvinyl al cohol resin,
and

(1i) fully hydrol yzed pol yvi nyl al cohol
resin,

(b) said m xture being capable [sic: of]
retaining its shape at the printed wiring board
fabrication and sol deri ng tenperatures encountered.

36. The spacer of claim1 further including a
printed wiring board having an aperture therein,
sai d spacer disposed about said aperture, and an

el ectrical conmponent having a wire extending
therefrom said electrical component resting on said
spacer and said wire extending through said spacer
and into said aperture.

37. A renovable, non-brittle, water soluble

t her nopl astic spacer for use to space an electrica
conponent froma printed wiring board to which the
el ectrical conponent will be attached which

conpri ses:

(a) an injection nol dabl e nenber having a
central aperture extending therethrough

(b) of a water soluble thernoplastic polyner
(c) which retains its shape at the printed

Wi ring board fabrication and sol dering tenperatures
encount er ed.
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The reference of record relied on by the exam ner is:
Baechtol d 3, 300, 546 Jan. 24, 1967

Appeal ed clainms 2 through 4 stand rejected under 35
U S C

8 112, second paragraph, as indefinite. All appeal ed clains

stand rejected under 35 U S.C. § 103 as unpatentabl e over
Baechtold in view of Admtted Prior Art.

Nei ther rejection can be sustai ned.

The subject matter on appeal relates to a renovabl e,
non-brittle, water soluble thernoplastic spacer for use to
space an el ectrical conmponent froma printed wiring board to
which the electrical conmponent will be attached. Appeal ed
claim1 defines the spacer as conprising a shaped m xture of
an injection noldable solid mxture of partially hydrol yzed
pol yvi nyl al cohol resin, and a fully hydrol yzed pol yvi nyl
al cohol resin. This mxture is further defined as being
capable of retaining its shape at the printed wiring board
fabrication and sol dering tenperatures encount er ed.
Additionally, appealed claim36 is directed to the conbination

of the spacer, a printed wiring board, and an el ectrical
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conponent. Appeal ed claim 37 defines the spacer broadly in
terms of a water sol uble thernoplastic polyner which retains
its shape at the printed wiring board fabrication and

sol dering tenperatures encountered, but additionally requires
that the spacer have a central aperture extending

t her et hrough. Appeal ed dependent clains 40 and 41 define the

spacer as a toroid.

Appeal ed clainms 2 through 4 stand rejected under 35
U s C
8 112, second paragraph, as indefinite. Apparently, the
exam ner considers that the clai mlanguage "sel ected" renders
the clains indefinite under this section of the statute. See
appellant's brief at page 4. However, we agree with appell ant
that the clains do, in fact, set out and circunscribe a
particular area with a reasonabl e degree of precision and
particularity. Hence, we do not sustain the examner's
rejection of appealed clains 2 through 4 under this section of
the statute.

We now turn to the exam ner's obvi ousness rejection of
t he appeal ed cl ai ns as unpat entabl e over Baechtold in view of

4



Appeal No. 1997-0846
Application No. 08/474, 950

Admtted Prior Art. Essentially, for the reasons set forth in
appellant's brief, we do not find the stated rejection to be
wel | taken. As enphasized by appellant, the appeal ed clains
are directed to a renovable, non-brittle, water soluble

t hernopl astic spacer for use to space an electrical conponent
froma printed circuit wiring board to which the electrica
conponent will be attached. Baechtold does not relate to the
technol ogy of concern to appellant. Wat Baechtold's
described invention relates to is a water-sol uble, heat-
sealable filmmaterial suitable for use

1) as a water soluble wap or 2) for fabrication into water-
sol ubl e envel opes. Baechtold's filmmaterial and water
soluble wap is used for the packaging of household naterials
i ntended to be dissolved or dispersed in water, for exanpl e,
soap powder or detergent powder. That appell ant acknow edges
(specification page 2) that wash away | act ose spacers have
been used to space an el ectrical conponent froma printed
wiring board in the prior art does not aid the examner's
rejection, since there is no indication in Baechtold that the
prior art water-soluble filmand wap material would overcone
the problens relating to the use of the prior art |actose
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spacers which are described as "brittle, difficult to handle
and can prematurely break before or during flow sol der
processi ng, creating massive rework and scrap of printed
Wi ring boards.” See the specification at page 2, lines 23
t hrough 25. Accordingly, the examner's stated rejection of
t he appeal ed clains for obviousness cannot be sust ai ned.

The decision of the examner is reversed.

OTHER | SSUES

Contrary to appellant's statenent in his brief on appeal
that there are no known rel ated appeals or interferences, we
direct the examner's attention to Appeal No. 97-3102 which is
an appeal fromthe rejection of related subject matter in

Seri al No.

08/ 476,526 filed June 7, 1995. A copy of our decision in the
rel ated appeal which is being mailed on even date is attached
to this decision.

Prior to taking any further action in the present
application, the exam ner should carefully consider the
patentability issues rai sed based on the Caravona patent in
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the rel ated appeal, and the potential applicability of
Caravona to the clains in the present appeal.

The decision of the exam ner i s reversed.

REVERSED

JOHN D. SM TH )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
CHUNG K. PAK ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

)

)
THOVAS A. WALTZ )
Adm ni strative Patent Judge )
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